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Withdraw Holding of Abandonment Under 37 CFR 1 .8 (b) 
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I hereby certify that this correspondence Is being facslr^He transmitted to the USPTO or deposited with f/^nl^^^^ ^^213^3^1^^^^^^ 
sufficient postage as first class mail In an envelope addressed to: Commisswner lor Patents, P.O. Box 1450, Alexandna, VA 22313-1 45U on 
the date shown below: 



Signature 



^^yped or printed name 



Shelley F. Dabney 



Date 



March 11,2208 



This collection of Infcmiation is required by 37 CFR 1.5. The information is requlr«l to obtain or retain a benefit by the ^J^^^^ ?> fde <f ^^^^^^^ 
AEJDRESS. SEND TO: Commtesloncr for Patents. P.O. Box 1450, Alexandrta. VA 22313-1450. 



If you need assistence in completing the form, ceil 1-800'PTO9i99 and select option ?. 
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RECEIVED 

CENTRAL FAX C0ITBR 

MAR 1 1 2008 

PATENT 

TM THT TINITED STATES ifATENT AND TRA^ yM^RK OFHCE 
BEFORE THE BOARD OF APPEALS AND INTERF ERENCES 

Atty Docket No.: A01484 

In re application of: KOLLER et al. Confiimation No. : 4478 

Serial No.: 10/762,047 Group Art Unit: 1794 

Filed: January 21, 2004 | Examiner: Lcszek B. Kiliman 

For- ORGANIC-INORGANIC cjoMPOSITE PARTICLE AND PROCESS FOR 

PREPARATION THEREOF 

MAIL STOP - PETITIONS 
Commissioner for. Patents 
P.O. Box 1450 i 
Alexandria, VA 22313-1450 

Madam Director: j 

REQUEST TO WITHDRAW HOLDING QF ABANDONMENT U NDER 37 CFR 1>8 (h) 

Appellant's Representatives received a Notice of Abandonment in the present application, 
dated Jan U. 2008 for failure to timely &\e a proper reply to the Office letter mailed on June 
1 1 , 2007. The Notice of Abandonment eitoneously indicates that no reply was received by the 
USPTO. Further, 1 hereby certify that a tijnely and proper Amended Appeal Brief was sent in 
reply by facsimile transmission on June li8, 2007 by Yvette Viglianese (no longer with the 
company), just 7 days after the Notice of Abandonment was sent. 

I. The Amended Appeal Brief was filed on June 18, 2007 via Certificate of Facsimile 
transmission and, in total, included 14 pajges. The Amended Appeal Brief recited the correct 
serial number on the front page and at thf top of every page. A copy of the Certificate of 
Facsimile transmission, Amended Appeal Brief, our internally generated receipt of the 
facsimile transmission of June 18, 2007, USPTO auto-reply fecsimile receipt (showing 14 
pages were received), and USPTO fax cejnter stamped facsimile transmission are enclosed. 

. 2. The USPTO only scanned the Certificate of Facsitnile transmission into the PAIR 
system, under the incorrect application serial no. 10/238,309, and failed to scan in the Amended 
Appeal Briefer notify Appellants of its failure to scan the Amended Appeal Brief. The wrong 
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serial number did appear on the Certificate of Facsimile cover sheet; however, the Amended 
Appeal Brief recited the correct serial number on tiie front page and at the top of every other 
page (13 pages in all). Even though only the front page of the transmission was scanned in to 
PAIR, the USPTO receipt in PAIR under application serial no. 10/238,309 (copy enclosed) 
states that the front page is "page 1 of 14"; furthCT, the USPTO PAIR for application serial no. 
10/762,047 indicates no Amended Appeal Brief whatever. Accordingly, the USPTO failed to 
properly catalogue and track the Amended Appeal Brief in its own system. 

3. On January 16, 2008, Appellant's Representatives transmitted a Response to Notice of 
Abandonment (copy enclosed), which included the original amended Appeal Brief, and prayed 
for a withdrawal of the holding of abandonment 

CONCLUSION 

Please take the necessary steps to have the holding of abandonment withdrawn in the 
instant application as is justified by the foregoing remarks. Feel free to call me if you have any 
questions. 



March 11, 2008 




Andrew E.G. Merrieim 
Attorney for Applicants 
Registration No. 47,268 
Telephone No.: (215)-592-6758 



This facsimile transmission contains six (6) enclosures: 

1) A copy of a Certificate of Facsimile that accompanied the June 18, 2007, amended Appeal 
Brief (1 page). 

2) The Amended Appeal Brief that was sent by facsimile transmission on June 1 8, 2007 (13 
pages). 

3) The USPTO Auto-Reply receipt of the fecsimile transmission of June 18, 2007 (1 page) and 
USPTO fax center stamped facsimile transmission of the same date (1 page). 

4) Our internally generated receipt of the facsimile transmission of June 1 8, 2007 (1 page). 

5) A copy of the USPTO receipt of the June 1 8, 2007 transmission in PAIR (1 page). 

6) The Response to Notice of Abandonment of January 16, 2008 plus marked up Certificate of 
Facsimile (2 pages). 
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TN T¥¥F! m>JTTF!n STATES PATENT AND TRADEMARK OFFICE 
Atty Docket No. A014d4 



In re application of: 
Anne Denise Kbller, et al. 

Serial No.: 10/238,309 : Group Art Unit: 1773 

Confirmation No. 4478 

Filed: 01/21/2004 : Examiner: Leszek B. Killiman 

For: ORGANIC-INORGANIC COMPOSITE PARTICLE AND PROCESS 
FOR PREPARATION THEREOF 

MAIL STOP: APPEAL BRIEF -PATENTS 

Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 
Fax No. 

CERTIFICATE QF FACSmn.TC 

Sir: 

I hereby certify that the following correspondence is being sent by facsimile 
to the Assistant Commissioner of Patents, Alexandria, VA 22313-1450 on the date 
indicated next to my signature below: 

Response to Notification of Non-Compliant Appeal Brief 
Amended Appeal Brief 
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CENTRAL BOCoilTiR' ^ 



MAR 1 1 2008 

PATENT 

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 
BEFORE THE BOARD OF APPftAt AMp INTERFERENCFiS 



Atty Docket No.: A01484 

In le application of: KOLLER et al. Confinnation No.: 4478 

Serial No.: 10/762.047 Group Art Unit: 1773 

FUed: January 21. 2004 Examiner: Leszek B. Kiliman 

For Organic-Inorganic Composite Particle and Process For Preparation Thereof 

MAIL STOP APPEAL BRIEF - PATENTS 
Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 

Sir: 

RESPONSE TO NOTI FICATION OF NON-COMPI IANT APPEAL BRIEF 

We submit this new Appeal Brief in response to the June 12, 2007 Notification of Non- 
CompUant Appeal Brief. The new Appeal Brief includes die status of all claims, inchiding 
cancelled claims, in Section 3 (Status of Claims) and Section 8 (Claims Appendix). 



Respectfully submitted, 

June 18, 2007 



Karl E. Stauss 

Attorney/ Agent for Applicants 
Registration No. 40,827 
Telephone No.: (215)-592-3436 
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I 

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 
BEFORE THE BOARD OFiAPPEALS AND INTERFERENCES 

I 

AMENDe|> APPEAL BRIEF 

In rc the Application of KOULER ct al. 

Filed: January 21,2004 
J 

Serial fo. 10/762,047 

Fbn ORGANIC-INORGANIC COMPOSITE PARTICLE AND PROCESS FOR 
PREPARATION THEREOF ^^x^orwi^ 



KstlB. StaiKss 
Attome f for Appellants 

LeszekB. Kiliman 
Vocaminer 



Enclosed: i 
Original + 1 Copy 

Filing Fee via Deposit Account Form (in iuplicate) 
Certificate of Mailing ^ 



i 

i 
j 
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lNTHEUMTSDSTATE^|pAfBk^Aj41>TRAD£MAIUCC^ 
In re appUcation of : KOLLEI^etal. 



ApplkatfonNo. : 10/762,047 I Group No. : 1773 

i 



Filed : January 21, 2004 ] Examiner : LeszekB.Kiliman 

For; ORGANIC-INORGANIC CDMPOSriE PARllCIB AND 
PROCESS FOR PREPARABON THEREOF 

MAIL STOP APPEAL BRIEF - FATBITS 
Commissioner for Patents 
P.O. Box 1450 

Alexandria, VA 22313-1450 

i 

AMENDED APPEAL BjfelRF UNDER 37 nF.R. 4lJ7rd^ 

•niis is an appeal from the rejectin dated February 24, 2006 finally rejecting 
claims 1-2, 4-7 and 9-10, and amended i^ponsive to the Notification of Non-Compliant 
Appeal Brief, mailed June 12, 2007. Th^ rejected claims are set out in the Appendix. • 
Appellants timely filed a Notice of App^ pursuant to 37 C.F.R. § 1.191 on May 24, 
2006, and an Appeal Brief. 

T 

g) RealjPar ^ In Interest 

The owner of the present applicafon and die invention contained therein is 
ROHM AND HAAS COMPANY. 

(2) Related Ap >eals and Interferpnr 



No appeals or interferences are klown to Appellants, the Appellants' legal 
representative, or the assignee which will directly affect or be directly affected by or have 
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10/762,047 ^ ^ W Q 
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a bearing on the Board's decision in thd tbttdirig appeal. Acconlmgly, no "Related 
Proceedings" are attached hereto. 




i3} 

The status of the claims is as follows: 

Claims pending: 1-2, and 9-10 

Allowed claims: none [ 

Claims objected to: non^ 

Claims cancelled: 3andt8 

Claims rejected: 1-2, 4-'^ and 9-10 

Claims on appeal: 1-2, 4^7 and 9-10 • 

Claims withdrawn from consideration by the Examiner: none 

(4) Status of Amep^fiHmte « rfter Final RAf 

No amendments were filed after JBnal rejection of the present application. 

Si»iimj.rY q| nia^mMi ! itth\6tt Mt^tt^r 

The present invention (as recifedSin instant claim 1) provides an aqueous 
dispersion comprising oiganic-inorgani^composite particles [p. 3, Unes 19-20; p. 3, lines 
24-29], each organic-inorganic composilfc particle comprising: 

a) a primary composite particle [p. 3; line 20; p. 5. lines 13-14] comprising: 

i) an inorganic particle [p.3 , line 21; p. 5. lines 14-16] , and 

ii) a plurality of polymer particle^ covalentiy bonded to said inorganic particle 
[p.3. lines 21-22; p. 5, lines 14-1^; p. H, lines 25-26]; and 

b) a polymer layer encapsulating saic^piimary composite particle fp. 3, Hnes 22-23J. 
The present invention also provides (ks recited in instant claim 6) a process for 

preparing an aqueous dispersion, having organic-inorganic composite particles, 
comprising the steps of: 



3 



PAGE 8/22 * RCVO AT 3/11/2008 3:S4:57 PM [Eastern DaytigM Time] * 8VR:U8PTO.EFXRF-S/13 * DNIS:2738300 ' CSID:215S922682 * DURATION ^m-ss):03^B 



June 18. 2007 

a) providing primary composite paiticle^ dispersed in an aqueous medium, whwein 
each of said primary composite particles cOinprise: an inorganic particle and a plurality of 
polymer particles covalently bonded to said inoi^anic particle |p. 3, lines 25-29; p. 14, 
lines 25-26]; and 

b) polymerizing at least one mononier in the presence of said primary composite 
particles to fonn a polymer layer encapsulating said primary composite particles and to 
provide said organic-inorganic composite particles [p.3, lines 29-31]. 

(6) Grounds of Reie^on to be Reviewed on Anng .^ 
aaims 1-2, 4-7 and 9-10 stand ifejected under 35 U.S.C. §103(a) as being 
unpatentable over Bardman et al. (U.S. Patent No. 6,710,161). 



1 



I. Rejection under 35 U.S.C. § lOPCa) of Claims 1-2 and 6-7 

AppeUants respectfully submit iHat the present invention is not obvious under 35 
U.S.C. § 103(a) because A) the §103(a) iejectian is improper, and B) Bardman et al. do 
not teach a process for making an aqueotis dispersion and the aqueous dispersion 
comprising organic-inorganic compositej particles, each having all of the limitations: a) a 
primary composite particle comprising ij an inorganic particle, and ii) a plurality of 
polymer particles covalently bonded to s'pid inorganic particle; and b) a polymer layer 
encapsulating said primary composite paticle. 

A. The §103(a) rejection is ^proper 

The initial burden is on the examiner to provide some suggestion of the 
desirability of doing what the inventor h4s done. MPEP 706.02(j). "To support the 
conclusion that the claimed invention is ^irected to obvious subject matter, either the 
references must expressly or impliedly suggest the claimed invention or Uie examiner 
must present a convincing line of reasonifig as to why the artisan would have found the 
claimedinvention to have been obvious ij, light of the teachings of the references." Ex 
parte Clapp, 227 USPQ 972, 973 (Bd. P^t App. & Inter. 1985). 



4 
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In the Office Action of April xilj jtobs. ttie Bjcaminer rejected claims 1-3 and 6-8 
under 35. U.S.C. § 102(6) as being antidpated by Bardman et al. and 4-5 and 9-10 under 
35 U.S.C. §103(a) as being unpatentable over Baidman et al. See. p. 2, 2nd paragraph; p. 
3, 4th paragraph. In the Office Action of October 7. 2005. the Examiner wididiew the 
§102(e) rejection of claims 1-3 and 6-8 find rejected claims 1-10 under 35 U.S.C. § 103(a) 
as being unpatentable over Bardman et 41. See. p. 2. 4th paragraph. No explanation as to 
why the §l02(e) rejection was withdraMjn was included in the Office Action. In the 
Office Action of October 7. 2005 and tt^ subsequent Office Action of Ffebruaiy 24, 2006, 
under the i«jection under the 35 U.S.C. §103(a), the Examiner merely stated that 
Bardman et al. disclose "aU elements of jthe claimed invention." See. Office Action of 
10/7/05, p. 3, 1« paragraph; Office Action of 2/24/06. p. 3. 1« paragraph. If this were the 

case, then the §102(6) rejection could ntk have been overcome. Thus, the rejection of 
claims 1-2 under § 103(a) is improper and the claims are allowable. 

B. BardmanetaLdonott^achanofthelmiitationsofcliui^ 

Even if claims 1-2 and 6-7 were ^ected und» §102(^); Bardman et al. do not 
disclose aH of the limitations of die inve^ition. It is well settled that all features of the 
instant claims must be taught or suggestqd somewhere in the art. In re Royka, 490 F.2d 
981 (CCPA 1974). In addition. aU featu^Bs of the instant claims must be found in the art 
itself, and cannot be harvested from the i^tant invention disclosure through 
impermissible hindsight reconstruction of die instant invention. See MPEP 2145.X.A. 
Accordingly, it is well settled that all feafares of the instant claims must have been taught 
in the art as of the time of the fiUng of the instant application and not thereafter. See 
MPEP 2141.01.m. 

First, Bardman et al. do not disclt^e composite particles having polymer particles 
covalendY bonded (both adsorbed and reacted) to an inorganic particle, as claimed. 
Bardman et al. teach composite particles kth polymer particles that are only "adsorbed to 
the surface ofeach pigment particle." s4. col. 13, lines 16-18; col. 14, lines 48-50. In 
the Office Action mailed on February 24.|2006, die Examiner does not even address this 
limitation and cites the same information in Bardman et al. as he did in the Office Action 
mailed on October 7. 2005. despite Apphcants' amendments of December 7. 2005 (and 
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resent on January 4. 2006) specifying that the polymer particles aie "covalently bonded." 

Second, Bardman et al. do not disclose encapsulating the composite particle, 
which comprises both the inorganic patjide and the polymer particles covalently bonded 
thereto. In Bardman etal., a second po^mer may be used as a film-forming binder. See. 
col. 15. lines 1-15. With a film-foimini binder, the second polymer could, in essence, 
encapsulate the particles in layer of fih4 (coating), but, according to the disclosure of 
Bardman et al.. the second polymer woifld not encapsulate the particles while they are in 
an aqueous dispersion. The composite particle of Bardman etal.. itself, does not contain 
a primary composite particle having poljoner particles covalendy bonded to an inorganic 
particle, encapsulated by a polyma- layer. See. Application, p. 5. second full paragraph. 

n. Rejection under 35 U.S.C § l(^(a) of Claims 4-5 and 9-10 

Appellants respectf uUy submit tljat the present invention is not obviousness under 
35 U.S.C. § 103(a) because A) there clai^ depend upon claims 1 and 6.which are 
aUowable. as discussed above, and B) B^idman et al. do not teach an aqueous dispersion 
and a process for preparing an aqueous (^persion having all of the Umitations of claims 
4-5 and 9-10. 

A. Claims 4-5 and 9-10 depjend upon daimsl and <» 

aaims 4-5 and 9-10 should be al owable as dependent upon allowable claims. 

B. BM^nanetal. do not teMi delimitations of claims 4-5 and 9-10 
In determining the differences befween the prior art and the claims, the question 

under 35 U.S.C. §103 is not whether the differences themselves would have been 
obvious, but whether the claimed invention as a whole would have been obvious. 
Stratoflex, Inc. v. Aeroquip Corp., 713 F.gd 1530, 218 USPQ 871 (Fed. Cir. 1983); 
Schenckv.NonronCorp.,713F.2d782:2niJSPQ69S(Fcd.CiT. 1983). 'Theteltfor 
an implicit showing [of obviousness] is vilhat the combined teachings, knowledge of one 
of ordinary skiU in the art, and the nature of the problem to be solved as a whole would 
have suggested to those of ordinary skill in the art." In re Kotzab, 217 F.3d 1365. 1370, 
55 USPQ2d 13 13, 13 17 (Fed. Cir. 2000). : 
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f 

In addition, a prima facie case c^f obviousness requires that one skilled in the art 
would have had a reasonable expectati^i pf stii^ess in Ught of the prior art. In re Daw 
Chemical, 837 F.2d 469. 473 (Fed. Cir.bsS). Piesencc of a property not possessed by 
the prior art is evidence of nonobviousress. In re Papesch, 315 R2d 381. 137 USPQ 43 
(CCPA1963). 

In the Office Action mailed on ijebniwy 24. 2006, the Examiner stated that 
Baidman et al. do "not specifically teac4 the limitations of claims 4. 5, 9, 10" and do not 
disclose -that composite particle[s] may comprise encapsulated particles in aqueous 
dispersionfs]." Office Action of 2/24/06. p. 3. 1« full paragraph. Ttie Examiner further 
stated that "it would have been obvious fo one having ordinary skill in the art at the time 
of the invention was made to use the tealibing of Bardman [et al.] ... and suspend such 
particles in aqueous dispersion, and varjl the weight ratio of polymer particles and 
combine polymer weight, since it has be^n held that where the general conditions of a 
claim are disclosed in the prior art. . discovering the optimum or workable ranges involves 
only routine skiU in the art." Office Action of 2/24/06. p. 3, 2'"'.full paragraph. 

The invention provides a dispen^on and process for making the dispersion of 
organic-inorganic particles that, as a coafng, have improved hiding, whiteness and gloss. 
See, Application, p. 1, lines 6-7. •Thesejorganic-inorganic composite particles allow the 
preparation of dried coatings containing jower levels of pigment, such as titanium 
dioxide; or are applied at lower coating ^eights than coatings not containing encapsulated 
titanium dioxide." P. 3. Unes 13-16. The^polymer composition of Baidman et al. provides 
conosion resistant coatings with improv^ solvent resistance (see. col. 1 , lines 19-22. 35- 
36, 40-41), but does not possess the properties of improved whiteness or gloss. 

■nie particles of Bardman et al. pibvide coatings with increased levels of hiding, 
but only when "compared to coating[s} containing equivalent levels of pigment particles 
but do not contain composite particles." (jol. 13, lines 21-24. Because Bardman et al. 
does not possess any of the improved properties of the invenUon, there would be no 
motivation to combine Bardman et al., which is directed to corrosion resistance and 
improved solvent resistance, with any knowledge possessed by one of ordinary skill in the 
art at the time the invention was made with respect to suspending the particles and 
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varying weights. Accordingly, the coi^Wnatibii of the prior art ref«ence and knowledge 
of one of ordinary skill in the art cannot meet every single feature of the instant claims 
andthusdoesnotconstitutea/»ri>«a/acfeca8eofobviousness. MPEP2143.03. 

in. Gonduidon 1 

Based on the foregoing. AppeU^ts respectfully submit that the pending claims are 
cunenUy in condition for allowance. As such. AppeUants respectfully request the Board 
to pass (he pending claims to allowance! 

Enclosed herewith. Appellants h^ve filed a C«tificate of Mailing to establish the 
timely filing of the instant Appeal Brief) 

The Commissioner is hereby ailhorized to charge any additional fee which may 
be required, or to credit any oveipaymeiits to Deposit Account 18-1850. 

Respectfully submitted. 



— 

Karl E. Stauss 
Attorney for Appellants 
Registration No. 40,827 



ROHM AND HAAS COMPANY 
100 Independence Mall West 
Philadelphia. PA 19106-2399 
Telephone ; (215)592-3436 

June 18, 2007 
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(8) CLAIMS APfffTsmiY 

< 

1. An aqueous dispersion comprising o^c-inotganic composite particles, each 
organic-inorganic composite particle coiiqjiising: 

a) a i»imary composite particle cbmpri^g: 

i) an inorganic particle, and 

ii) a plurality of polymer particles wfvalentty bonded to said inorganic particle; and 

b) a polymer layer encapsulating said primary composite particle. 

2. The aqueous dispersion according to ilaim 1 wherein said polymer particles have 
absorbing groups selected from phosphdms acid groups, phosphorus acid fiiU-ester 
groups, polyacid sidechain groups, and ijiixtures thereof. 

3. (Cancelled) . ; 

4. The aqueous dispersion according to <jlaim 1 wherein the weight ratio of said polymer 
particles that are attached to said inorgar^ particle to said polymer layer is in the range of 
from 10:1 to 1:10. j 

5. The aqueous dispersion according to (^n 1 having a combined polymer weight of • 

said polymerpaiticles and said polymer ^yerinthe range of from 5 to 90 weight %. 
based on the weight of said organic-inorganic composite particle. 

6. A process for preparing an aqueous diSpendon, having organic-inoiganic composite 
particles, comprising the steps of: > 

a) providing primary composite particles Aspersed in an aqueous medium, wherein each 
of said primary composite particles comprise: an inorganic particle and a pluraUty of 
polymer particles covalently bonded to s^d inorganic particle; and 

b) polymerizing at least one monomer in the presence of said primao' composite particles 
to form a polymer layer encapsulating said primary composite particles and to provide 
said organic-inorganic composite particle$. 

7. The process according to claim 6 wherein said polymer particles have at least one 
functional group selected from the group Consisting of phosphorus acid groups, 
phosphonis acid full-ester groups, polyaciji sidechain groups, and mixtures thereof. 
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8. (Cancelled) 

j 

9. The process according to claim 6 wh|iirin the weight ratio of said polymer particles 
that are attached to said inorganic partite to said polymer layer is in the range of from 
10:1 to 1:10. : 

10. Tbs process according to claim 6 wljerein said oiganic-inorganic composite particle 
has a combined polymer weight of said jwlymer particles and said polymer layer in the 
range of from 5 to 90 weight %, based c«i the weight of said organic-inoiganic composite 
particle. 
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(9) EVroRNCEAl»PRT>mTY 
None. 



A01484 
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